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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)H This action is non-final. 

3) D Since this application is in condition for allowance except for fomrial matters, prosecution as to the merits is 

closed in accordance with the practice under £xpa/te Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1^ is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim{s) is/are allowed, 

6) S Claim(s) 1^9 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 30 March 2000 is/are: a)H accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the connection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)l3 All b)n Some * c)[J None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) P^pe*" No(s)/Mail Date. . 

3) ^ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date ^. 6) D Other: . 
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Application/Control Number: 09/539,013 
Art Unit: 2617 

DETAILED ACTION 
Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1. Claim 6 is rejected under 35 U.S. C. 112, second paragraph, as being indefinite for failing 

to particularly point out and distinctly claim the subject matter which appUcant regards as the 

invention. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wuy 10 
USPQ2d 203 1, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by 
"such as" and then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 
the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. 
App. 1961); Ex parte Hall, 83 USPQ 38 (Bd, App. 1948); and Ex parte Hasche, 86 USPQ 48 1 
(Bd. App. 1949). In the present instance, claim 6 recites the broad recitation "paging channel 
known per se", and the claim also recites "preferably on a FACCH or SACCH channel" which is 
the narrower statement of the range/hmitation. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

2. Claims 1-3, 5 and 7-9 are rejected under 35 U.S.C. 102(e) as being anticipated by Kari, 
PCT/FI97/00020. 

Claims 1, 7, 8 and 9: Kari discloses a system, MS and arrangement for paging said MS 
to establish a GPRS (packet-switched) connection in a GSM (circuit-switched) system whereby 
the GPRS system may page the MS to respond by switching to the GSM system, and the MS 
may Usten to the GSM paging channels fgor a subsequent page from the system to establish a 
GPRS connection whereby the MS, upon receiving a page with information, will respond by 
switching to the GPRS connection (page 3 line 24-page 4 line 32). Claims 2 and 3: Kari 
discloses a system comprising a node, PSTN and GMSC communicating with an HLRA^LR 
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(page 9 line 13-page 1 1 line 20), the node storing the identification of mobile stations in the 
system and establishing a call to set up a call request through a visitor MSG (page 12 hnes 6-23, 
page 14 lines 19-page 15 line 29) using a forwarded location and roaming number. Claim 5: the 
paging channel would inherently be known per se. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 4 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kari as 

appHed to claim 1 above. 

While disclosing applicant's invention of claim 1 above, Kari fails to disclose using SMS 

or a FACCH or SACCH channel. However, as noted in claim 6, FACCH and SACCH are 

known per se, and SMS was a notoriously well-known paging technique in GSM systems such as 

the standard recited by Kari (page 10 lines 9-14). As such the examiner takes Official Notice of 

such features, asserting that the notoriety of such features would have obviously motivated one 

of ordinary skill in the art at the time of the invention to add said features to Kari as they are 

standard uses/features of GSM. 
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Reassignment Affecting Application Location 



4. The Art Unit location of your application in the USPTO has changed. To aid in 
correlating any papers for this appUcation, all further correspondence regarding this application 
should be directed to Art Unit 2617. 



examiner should be directed to James D. Ewart whose telephone number is (571) 272-7864. The 
examiner can normally be reached on M-F 7am - 4pm. If attempts to reach the examiner by 
telephone are unsuccessful, the examiner's supervisor, William Trost can be reached on 
(571)272-7872. The fax phone numbers for the organization where this appHcation or 
proceeding is assigned are (571) 273-8300 for regular communications and (571) 273-8300 for 
After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571)272-2600. 



Conclusion 



5. 



Any inquiry concerning this communication or earlier communications from the 



Ewart 

April 20, 2006 
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